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DETAILED ACTION 
Double Patenting 

Claims 1-7, 9-22, 27-33 and 35-48 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over 
claims 1-21 and 26-49 of copending Application No. 10/665,088. Although the 
conflicting claims are not identical, they are not patentably distinct from each other 
because both inl< composition disclose dynamic surface tension and static surface 
tension wherein the difference between the two surface tension overlap (i.e in 
10/665,088 the difference is represented by 0 < [dynamic surface tension (mN/m)] - 
[static surface tension (mN/m)] < 7 (mN/m) and in 10/713,226 the difference is 0 
mN/m < dl < 15 mN/m wherein dl is difference between dynamic surface tension 
and static surface tension). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent In the United States. 

Claims 1-7, 9-20, 27-29,31-33, and 35-46 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Kato (US Patent 6,440,203). 
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Kato teaches an ink composition comprising a first colorant, a second colorant, a 
penetrating agent, water and a water-soluble organic solvent. The first colorant is a 
pigment which is dispersible and/or dissolvable In water without any dispersant 
(abstract and col. 2 lines 32-45). The reference also teaches that any pigment can 
be used (col. 2 lines 64-65). Pigments such as carbon black, Pigment Yellow 74, 
138, 150 and 180, Pigment Red 122 and 202, Pigment Blue 15:3 and 15:4 maybe 
present in the ink composition in the amount of 0.1 to 10 percent by weight (col. 3 
lines 31-56). The penetrating agent include glycol ether and/or acetylene glycol 
surfactants, wherein the glycol ether Is present in the amount of 1 to 20 percent by 
weight and the acetylene glycol surfactant is present In the amount of 0.1 to 10 
percent by weight (col. 7 line 51-col. 8 line 44). Applicant discloses on page 12, 
para 0174, that the critical micelle concentration for the surfactant is about 0.001 to 3 
percent by weight. The ink composition has a surface tension of about 25 to 50 
mN/m (col. 8 lines 45-47). The aqueous solvent comprises water and a water- 
soluble organic solvent (col. 8 lines 52-53). The ink may further comprise a wetting 
agent including ethylene glycol, diethylene glycol, and alkyi ether of polyhydric 
alcohols present in the amount of 1 to 40 percent by weight (col. 9 lines 4-25). The 
reference also teaches that an ink set compi^ising a black, cyan, magenta and yellow 
inks (col. 10 lines 51+). The reference remains silent to the properties set forth in 
claims 1, 2, 27 and 28, however these properties are inherent because the reference 
uses the same components as claimed by Applicant. The composition as taught by 
Kato appears to anticipate the claimed invention. 



Application/Control Number: 1 0/71 3,226 Page 4 

Art Unit: 1755 

Claims 1-4, 7, 13, 14, 19. 20, 27-30, 33, 39, 40, 45 and 46 are rejected under 35 
U.S.C. 102(b) as being anticipated by Myers et al (US Patent 5,601,639). 
Myers et al teaches an ink jet ink comprising a liquid vehicle, a single dye 
component, a surfactant and a glycol (abstract and col. 1 lines 64-65). The 
reference further teaches that the surfactant is an ethoxylated acetylenic diols, such 
as Surfynol 465, that may be present in the amount of 0.01 to 0.5 percent by weight 
which may be a nonionic surfactant (col. 2 lines 39-41). Applicant discloses on page 
12, para 0174, that the critical micelle concentration for the surfactant is about 0.001 
to 3 percent by weight. The glycol that is preferred by the reference is ethylene 
glycol in the amount of 1 to 10 percent by weight (col. 2 lines 41-42). The ink 
composition may be used an ink jet printing apparatus for forming images by 
causing the ink to be expelled in droplets onto a substrate (col. 5 lines 43-48). The 
reference remains silent to the properties set forth in claims 1 , 2, 27 and 28, 
however these properties are inherent because the reference uses the same 
components as claimed by Applicant. The composition as taught by Myers et al 
appears to anticipate the claimed invention. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the 
obligation under 37 CFR 1 .56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of 35 U.S.C. 1 03(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-7, 13, 14, 19, 20, 27-33, 38-40, 45 and 46 are rejected under 35 
U.S.C.103(a) as being unpatentable over Yatake (US Patent 5,746,818). 
Yatake teaches an ink composition comprising a pigment dispersible and/or soluble 
in water without the aid of any dispersant and a glycol ether selected from the group 
consisting of diethylene glycol mono-n-butyl ether, triethylene glycol mono-n-butyl 
ether, propylene glycol mono-n-butyl ether and dipropylene glycol mono-n-butyl 
ether (abstract and col. 2 lines 28-35). The reference also teaches a recording 
apparatus comprising a recording head is provided independently of an ink tank and 
an ink composition (col. 2 lines 48-50). The reference teaches that the glycol ether 
can effectively inhibit the bleeding or feathering, realizing a high-quality image (col. 2 
lines 12-14). The pigment may be subjected to surface treatment to bond at least 
one function group selected from carbonyl, carboxyl, hydroxyl and sulfonyl groups or 
a salt thereof, wherein the pigment may be carbon black (col. 3 lines 22-32) and 
present in the amount of 2 to 15 percent by weight (col. 3 lines 60-61 ). The glycol 
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ether may be present in the amount of 3 to 30 percent by weight (col. 4 lines 16-19). 
The reference further teaches components such as 1 ,5-pentane diol and surfactants 
are added to improve the solubility of the Ink composition (col. 4 lines 20-35). The 
ink contains acetylene glycol surfactant including Surfynol 104, 82, 465, 485 and TG 
are present in the ink composition in the amount of 0.5 to 1 .5 percent by weight (col. 
4 lines 28-37). Applicant discloses on page 12, para 0174, that the critical micelle 
concentration for the surfactant is about 0.001 to 3 percent by weight. The reference 
remains silent to the ink properties set forth in claim 1 . However it is the position of 
the Examiner that it would be obvious to one of ordinary skill in the art that the ink 
composition as taught by Yatake would have similar properties as claimed by 
Applicant absence evidence to the contrary. 

Claims 1-7, 13, 14, 19, 20, 27-33, 38-40, 45 and 46 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Hayashi (US Patent 6,500,248). 
Hayashi teaches an ink composition comprising a pigment, a 1,2-alkanediol, 
glycerin, a polyhydric alcohol derivative and/or an acetylene glycol surfactant, a 
water-soluble organic solvent, and water. The reference further teaches that the ink 
composition has a surface tension of not more than 40 mNm-1 at 20°C wherein the 
ink can provide good print quality and can realize continuous printing (abstract and 
col. 2 lines 47-60). The colorant may be an inorganic or organic pigment without 
particular limitations. The pigment may be subjected to surface treatment to attach at 
least one function group selected from carbonyl, carboxyl, hydroxyl and sulfonyl 
groups or a salt thereof (col. 4 lines 19-43). The pigment may be added to the ink 
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composition in the amount of 0.5 to 1 5 percent by weight (col. 5 lines 7-9). The 
polyhydric alcohol may include diethylene glycol mono-n-butyl ether, triethylene 
glycol mono-n-butyl ether, propylene glycol mono-n-butyl ether and dipropylene 
glycol mono-n-butyl ether which may be used alone or in combination in the amount 
of 3 to 30 percent by weight (col. 5 lines 19-33). The acetylene glycol surfactant is 
added in the amount of about 0.1 to 3 percent by weight (col. 5 line 42-6 line 10). 
Applicant discloses on page 12, para 0174, that the critical micelle concentration for 
the surfactant is about 0.001 to 3 percent by weight. The ink composition comprises 
a water-soluble organic solvent and water as the main solvent. The water-soluble 
organic solvent may be ethylene glycol, diethylene glycol, triethylene glycol, 
dipropylene glycol, and 1 ,5-pentanediol are present in the amount 1 to 30 percent by 
weight (col. 6 lines 25-45). The reference further teaches that an ink composition 
containing a pigment wherein the ink is delivered from the front face of the nozzle 
can stir the ink permitting the ink to be stably ejected. This can be achieved by 
pressurizing the ink, by means of pressurizing means for ejecting the ink (col. 10 line 
66-col. 1 1 line 7). The reference remains silent to the ink properties set forth in claim 
1 , 2, 27 and 28. However it is the position of the Examiner that it would be obvious 
to one of ordinary skill in the art that the ink composition as taught by Yatake would 
have similar properties as claimed by Applicant absence evidence to the contrary. 

Response to Arguments 
Applicant's arguments with respect to claims 1-7, 9-22, 27-33 and 35-48 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Veronica F. Faison whose telephone number is 571- 
272-1366. The examiner can normally be reached on Monday-Thursday and alternate 
Fridays 8 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo can be reached on 571-272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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